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REMARKS 

Claims 1 8 and 20 have been amended. Claim 22 has been canceled. Therefore, claims 1-21 are 
pending in the case. Further examination and reconsideration of pending claims 1-21 arc hereby 
respectfully requested. 

Section 102 Rejections 

Claims 1, 3, 8, 10, 1 1, 13-16, 19, and 20 were rejected under 35 U.S.C. § 102(e) as being 
anticipated by U.S. Patent No. 6,829,559 to Bultman et al. (hereinafter "Bultman")- As will be set forth in 
more detail below, the § 102 rejections of claims 1, 3, 8, 10, 1 1, 13-16, 19, and 20 arc respectfully 
imverscd. 

A claim is anticipated only if each and every element as set forth in the claim is found, cither 
expressly or inherently described, in a single prior art reference. Verdegaal Bros. K Union Oil Co. of 
California, 814 F.2d 628, 631 , 2 USPQ2d 1051, 1053 (Fed. Cir. 1987), MPEP § 213L The cited art does 
not disclose all limitations of the currently pending claims, some distinctive limitations of which are set 
forth in more detail below. 

The cited art does not teach correlating a backside defect detected on a specimen with a 
frontsidc defect detected on the specimen if a portion of the backside defect on a backside of the 
specimen Is opposite to a portion of the frontside defect on a frontslde of the specimen. Independent 
claim 1 recites in pari: "correlating a backside defect detected on a specimen with a frontside defect 
detected on the specimen if a portion of the backside defect on a backside of the specimen is opposite to a 
portion of the frontsidc defect on a frontside of the specimen." Independent claim 16 recites similar 
limitations. 

The Office Action states that "Bultman ct al. do not literally disclose the claimed limitations (i.e, 
correlate the defects of the back side and the defects of the front side to differentiate if a portion of the 
backside defects is opposite to a portion of the frontside defects)." (Office Action — pages 2-3). As such, 
Bultman does not teach correlating a backside defect detected on a specimen with a frontside defect 
delected on the specimen if a portion of the backside defect on a backside of the specimen is opposite to a 
portion of the frontside defect on a frontside of the specimen, as recited in claims 1 and 16. Therefore, 
Bultman does not teach all limitations of claims 1 and 16. 
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The cited art does not teach determining if data generated during detection of backside 
defects is representative of a signature of a chuck of a process tooh Amended independent claim 20 
recites in pari; "determining if data generated during detection of the backside detects is representative of a 
signature of a chuck of a process tool." Support for the amendments to claim 20 can be found in the 
claims as originally filed, for example, in claim 22. 

Bultman discloses methods and systems for determining a presence of macro and micro defects on 
a specimen. However, Bultman does not disclose determining if data generated during detection of 
backside defects is representative of a signature of a chuck of a process tool. For example, Bultman states 
thai "system 32 may be configured to determine a presence of defects on a back side of the specimen." 
(Bultinnn - col. 52, lines 35-37). Therefore, Bultman teaches detecting defection a back side of a 
specimen. However, Bultman does not teach determining if data generated during detection of backside 
defects is representative of a signature of a chuck of a process tool, as recited in claim 20. Therefore, 
Bultman docs not teach all limitations of claim 20, 

For at least the aforementioned reasons, claims 1, 16, and 20 are not anticipated by the cited art. 
Therefore, claims dependent therefrom are also not anticipated by the cited art for at least the same 
reasons. Accordingly, removal of the § 102 rejections of claims 1, 3, 8, 10, 11, 13-16, 19, and 20 is 
respectfully requested. 

Section 103(a^ Rejections 

Claims 1,3, S, 10, 11, 13-16, 1 9, and 20 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Bultman. Claim 2 was rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Bultman in view of U.S. Patent Application Publication No. US 2002/0142617 to Stanton. Claims 12, 21 , 
and 22 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Bultman in view of Diebold 
("Handbook of Silicon Semiconductor Metrology"). Claim 22 was canceled thereby rendering its rejection 
moot. As will be set forth in more detail below, the §l03(a) rejections of claims 1-3, 8, 10-16, and 19-21 
are respectfully traversed. 

Bultman is not available as prior art for the current § 1 03 rejections* As noted above, claims 
1-3, 8, 10-16, and 19-21 were rejected over Bultman or a combination of Bultman and other cited art. As 
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will bp set forth in more detail below, Bultman is not usable in a 35 U.S.C. §103 rejection since it is and 
was commonly owned with the present application at the time the subject invention was made and was not 
published prior to the priority date of the present application. 

Under the American Inventors Protection Act of 1999 ("the AlPA* 1 ), prior art available only under 
35 U.S,C. § 102(e) is not usable in a 35 U.S.C § 103 rejection if the art meets the common ownership 
requirements of 35 U.S.C § 103(c) as amended. The following is a quotation of the revised 35 U.S.C, § 
103(c) (as of December 14, 2000): 

Subject matter developed by another person, which qualifies as prior art only under one of 
more of subsections (e), (f), and (g) of section 102 of this title, shall not preclude 
patentability under this, section where the subject matter and the claimed invention were, at 
the time the invention was made, owned by the same person or subject to an obligation of 
assignment to the same person. 

The A1PA amended 35 U.S.C. § 103(c) to state that art which qualifies as prior art only under 35 
U.S.C. § 102(e), (f)t or (g) is not available for rejections under 35 U.S.C. § 103 if that art was commonly 
owned or subject to an obligation of assignment at the time the subject invention was made. This change 
to 35 U.S.C. § 103(c) is effective for any application filed on or after November 29, 1999. 

It is noted that the current application has a priority date of October 4, 2002. Therefore, Bultman 
is available as prior art against the present claims only under 35 U.S.C. § 102(e). Tn addition, Bultman was 
published on May 13, 2004. Therefore, Bultman was not published prior to the priority date of the present 
application. It is also noted that upon filing of the present application, the patent to Bultman and the 
present application were commonly owned by or subject to an obligation of assignment to the same 
assignee (i.e., KLA-Tcncor). Furthermore, the present application is an application for patent filed after 
November 29, 1999 and, thus, is subject to the amendments to § 103(c) made by the AIPA. Consequently, 
Bultman is not available as prior art for § 103 rejections of claims of the present application. 

Since Bultman is not available as prior art for the current rejections, no combination of Bultman 
with other art may used for the current rejections. As such, Bultman and the combination of the references 
cited in the Office Action for the § 103(a) rejections cannot be used against the presently claimed case. 
Accordingly, removal of the 35 U.S.C. § 103(a) rejection of claims 1-3, 8, 10-16, and 19-21 is respectfully 
requested. 
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Allowable Subject Matter 

Claims 4-7, 9, 17, and 18 were objected to as being dependent upon a rejected base claim, but 
were deemed allowable ir rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. Applicant appreciates the Examiner's indication of allowable subject matter 
and awaits allowance of the remaining claims in the case. 

CONCLUSION 

This response constitutes a complete response to all issues raised in the Office Action mailed 
March 18, 2005. In view of the remarks traversing rejections presented therein, Applicants assert that 
pending claims 1-21 are in condition for allowance. If the Examiner has any questions, comments, or 
suggestions, the undersigned earnestly requests a telephone conference. 

The Commissioner is authorized to charge any required fees or credit any overpayment to deposit 
account number 50-3268/5589-04901. 

Respectfully submitted, 

Ann Marie Mewherter 
Reg. No. 50,484 
Agent for Applicants) 

Darter McDaniel LLP 
P.O. TJox 684908 
Austin, TX 7876S-4908 
Ph: (512)476-1400 
Date: b-ll-OS* 
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